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Applicant(s) 
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Peri d fo7 RepiT^"^^ """^^ communicaeon appears on the cover sheet wit h the correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION MONTH(S) FROM 

Status 

1 Responsive to communlcatlon(s) filed on 30 April 2003 . 
2am This action is FINAL. 2b)n This action is non-final. 

h^Th "'^ application is in condition for allowance except for formal matters, prosecution as to the merits is 
DIsp sitloS S Cliims """^ ^'^""^'"^ ^'''^'^^ ""^^^ ^ ^ ^^53 O.G 213 

4) ^ Claim(s) 16-33 is/are pending in the application. 
4a) Of the above c\a\m(s) 17.21-23.32 and 33 is/are withdrawn from consideration. 

5) n Claim(s)_ is/are allowed. 

6) ^ Claim(s) 16.18-20 and 94.31 is/are rejected. 

7) n Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 
1 0)D The drawing{s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1.85(a). 

1 DD The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required In reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)DAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 1 7 2(a)) iNanonai j>iage 

See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 
.cxF?!^^ ^ translation of the foreign language provisional application has been received 

15) 1^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachinent(s) 



Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



U.S. Patent and Trademarl^ Office 



4) D Interview Summary (PTO-41 3) Paper No(s). 

5) D Notice of Infonnal Patent Application (PTO-152) 

6) 0 Other: 



PTO-326 (Rev, 04-01) 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's affirmation of the election with traverse of species lb and lib in Paper 
No. 4 is acknowledged. The traversal is on the ground(s) that the generic claim is 
allowable. This is not found persuasive because the generic claim is still not allowable 
(see below). 

The requirement is still deemed proper and is therefore made FINAL. 

2. This application contains claims 1 7, 21 -23, 32 and 33 drawn to inventions 
nonelected with traverse. A complete reply to the final rejection must Include 
cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) See 
MPEP§821.01. 

Claim Rejections -35 use §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most neariy connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of canying out his invention. 

4. Claims 16. 18-20 and 24-31 are rejected under 35 U.S.C. 112. first paragraph, 
for reasons cited in the previous action. 



5. The following Is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 16. 18-20 and 24-31 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

7. The newly amended claims recite "a branched polymeric base-catalyzed reaction 
product consisting essentially of A) at least on epihalohydrin or trihaloalkane and B) at 
least one alkoxylated alcohol". These claims do not set forth the subject matter which 
applicant(s) regard as their invention based on the originally filed disclosure, which 
defines the "a branched polymeric base-catalyzed reaction product" as being the 
product of "A" and "B" and not "A" and "B" themselves, as in the present claims. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the pnor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 16, 18-20 and 24-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kato et al. in combination with Nakamura et al., for reasons cited in 
the previous action. 
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Response to Arguments 

10. Applicant's arguments filed 4/30/03 have been fully considered but they are not 
persuasive. 

1 1 . Contrary to applicant's argument, the present claims are not product-by process 
claims. The claims are not even to methods of using a product of a process. What 
recited product is being prepared by what recited process (must have steps)? 

With regard to the "reaction product", the present claims are to method of using a 
product. The problem is that we don't know what exactly is the product being used. 
While applicant's disclosure may contain multiple representative examples. These 
examples, and steps contained therein, cannot be read into the claims as limitations. 
The field of possible products as is still not fully supported, even though the-present 
clairns are inconsistent with the original invention. 

12. Regarding the 103 rejections, the reaction product of Nakamura et al., used in 
combination with Kato et al., is still a reaction product of "A" and "B". 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Dr. Kelechi C. Egwim whose telephone number is (703) 
306-5701. The examiner can nonnally be reached on M-T (7:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (703) 308-2450. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 872-9310 for 
regular communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 
0661. 




July 14.-2003 



